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DETAILED ACTION 
Claim Objections 

1 . Claim 8 is objected to because of the following informalities: the numbering within 
claim 8 is inconsistent , (h) should be (b), (b) should be (c), etc. Appropriate correction 
is required. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claims 1,4,7 and 8 disclose a "method" in the preamble but 
use the language of "(means for)" in the body, it is unclear as whether a method 
(preamble) or means (body) is claimed. Claims 3-4 and 5-6 are dependent claims of 
claim 1 and 2 respectively; therefore, claims 3-4 and 5-6 show the same deficiency. For 
examination purposes, claims 1-8 have been treated as method claims. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by the website 
www.couponsurfer.com (hereon referred as couponsurfer). Furthermore, the website 
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www.couponsolutions.com (hereon referred as couponsolutions) describes the website 

www.couponsurfer.com . 

Regarding claim 1, couponsurfer and couponsolutions disclose a method for 
delivery of a promotional offer to a consumer comprising; 

(a) (means for) storing criteria for said promotional offer (couponsurfer: 
page 5 and couponsolutions: pages 9-11); 

(b) providing a computer printer (couponsurfer: page 9, §2 and §6); 

(c) (means for) storing content of a consumer created order 
(couponsurfer: page 6; 7, §3; 8, §9 and 9, §1); 

(d) (means for) identifying said promotional offer where said criteria of 
said promotional offer have been met based on said content of a consumer 
created order (couponsurfer: page 6; 7, §3; 8, §8-9 and 9, §1); 

(e) providing a display for the display of said promotional offer where said 
criteria of said promotional offer have been met (couponsurfer: page 6; 7, §3; 8, 
§9 and 9, §1); 

(f) (means for) consumer to select said promotional offer by review of said 
display of said promotional offer (couponsurfer: page 5 and 9, §2-3); 

(g) (means for) printing the consumer selected promotional offer via said 
computer printer (couponsurfer: page 9, §2, §6); and 

whereby said computer printer prints said promotional offer solely in 
response to the consumer's selection of the promotional offer (couponsurfer: 
page 9, §2, §6). 

Regarding claim 2, couponsolutions discloses the method of claim 1 wherein the 
printed promotional offer has a machine-readable barcode (couponsolutions: 
pages 5, 6, 9-11). 

Regarding claim 3, couponsolutions discloses the method of claim 1 wherein the 
printed promotional offer does not have a machine-readable barcode 
(couponsolutions: pages 9-11 [especially on page 11, step IV as the bar code is 
optional]). 
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Regarding claim 4, couponsurfer and couponsolutions disclose a method for 
delivery of a promotional offer to a consumer comprising; 

(a) (means for) storing criteria for said promotional offer (couponsurfer: 
page 5 and couponsolutions: pages 9-11); 

(b) providing a computer printer (couponsurfer: page 9, §2 and §6); 

(c) (means for) storing content of a consumer created order 
(couponsurfer: page 6; 7, §3; 8, §9 and 9, §1); 

(d) (means for) identifying said promotional offer where said criteria of 
said promotional offer have been met based on said content of a consumer 
created order (couponsurfer: page 6; 7, §3; 8, §8-9 and 9, §1); 

(e) (means for) printing said promotional offer via said computer printer 

(couponsurfer: page 9, §2, §6); and 

whereby the printing of said promotion is solely in response to said criteria of said 
promotional offer having been met (couponsurfer: page 9, §2, §6). 

Regarding claim 5, couponsolutions discloses the method of claim 4 wherein the 
printed promotional offer has a machine-readable barcode (couponsolutions: 
pages 5, 6, 9-11). 

Regarding claim 6, couponsolutions discloses the method of claim 4 wherein the 
printed promotional offer does not have a machine-readable barcode 
(couponsolutions: pages 9-1 1 [especially on page 1 1 , step IV as the bar code is 
optional]). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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7. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 

website www.couponsurfer.com (hereon referred as couponsurfer) and the website 

www.couponsolutions.com (hereon referred as couponsolutions) describing the . 

website www.couponsurfer.com further in view of Golden et al. (5,761 ,648). 

Regarding claim 7, couponsurfer and couponsolutions disclose a method for 
delivery of a promotional offer to a consumer comprising; 

(a) (means for) storing criteria for said promotional offer (couponsurfer: 
page 5 and couponsolutions: pages 9-11); 

(b) (means for) storing consumer information (couponsurfer: page 6; 7, §5 
and 15, §3); 

(c) (means for) storing content of a consumer created order 
(couponsurfer: page 6; 7, §3; 8, §9 and 9, §1); 

(d) (means for) identifying said promotional offer where the criteria of the 
promotional offer have been met based on the said content of a consumer 
created order (couponsurfer: page 6; 7, §3; 8, §8-9 and 9, §1); 

(e) providing a display for the display of said promotional offer where said 
criteria of said promotional offer have been met (couponsurfer: page 6; 7, §3; 8, 
§9 and 9, §1); 

(f) (means for) consumer to select said promotional offer by review of said 
display of said promotional offer (couponsurfer: page 5 and 9, §2-3); 

but do not explicitly teach (g) (means for) storing the selected promotional 
offer; whereby the storage of said promotional offer is solely in response to the 
consumer's selection of the promotional offer; and 

whereby the stored consumer-selected promotional offer may be 
retrieved electronically for use at a retail store. However, in an analogous art, 
Golden et al. discloses a method for delivering coupons via a network wherein 
the coupons can be saved on the computer of the user to be printed at a later 
time or sent via a network to be validated at the retail outlet (col 3, line 65 to col 
4, line 39 and col 5, lines 43-63). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to allow the 
user to download and save the electronic coupon to be printed or send the 
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coupon to the retail outlet for later retrieval. One would have been motivated to 
allow for storing the coupon at the user's computer since the user will have more 
scheduling flexibility as the user can print the coupon at a more convenient time 
or on several occasions. Furthermore, one would have been motivated to allow 
for the electronic delivery of the promotional offer to the store to eliminate the 
need for printing and physically carrying the coupon. 

Regarding claim 8, couponsurfer and couponsolutions disclose a method for 
delivery of a promotional offer to a consumer comprising; 

(a) (means for) storing criteria for said promotional offer (couponsurfer: 
page 5 and couponsolutions: pages 9-11); 

(h) (means for) storing consumer information (couponsurfer: page 6; 7, §5 
and 15, §3); 

(b) (means for) storing content of a consumer created order 
(couponsurfer: page 6; 7, §3; 8, §9 and 9, §1); 

(c) (means for) identifying said promotional offer where said criteria of 
said promotional offer have been met based on said content of a consumer 
created order (couponsurfer: page 6; 7, §3; 8, §8-9 and 9, §1); 

whereby the storage of said promotional offer is solely in response to said criteria 
of said promotional offer having been met (couponsurfer: page 9, §2, §6); 
but do not explicitly teach (d) (means for) storing the identified promotional offer; 
and whereby the promotional offer may be retrieved electronically for use at a 
retail store. However, in an analogous art, Golden et al. discloses a method for 
delivering coupons via a network wherein the coupons can be saved on the 
computer of the user to be printed at a later time or sent via a network to be 
validated at to the retail outlet (col 3, line 65 to col 4, line 39 and col 5, lines 43- 
63). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to allow the user to download and save the 
electronic coupon to be printed or send the coupon to the retail outlet for later 
retrieval. One would have been motivated to allow for storing the coupon at the 
user's computer since the user will have more scheduling flexibility as the user 
can print the coupon at a more convenient time or on several occasions. 
Furthermore, one would have been motivated to allow for the electronic delivery 
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of the promotional offer to the store to eliminate the need for printing and 
physically carrying the coupon. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A. Engel et al. (5,907,830) discloses an electronic coupon distribution 
system wherein the consumer can search a database, download and print 
coupons. 

B. Scroggie et al. (5,970,469) discloses a system and method for providing 
shopping aids and incentives to customers through a computer network 
wherein the consumer establish a shopping list and matching coupons to be 
printed. 

C. Fajkowski (5,905,246) discloses a method for coupon management and 
redemption wherein the user download electronic coupon to be printed at 
home or at the retail store. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tri V. Nguyen whose telephone number is (571) 272- 
6965. The examiner can normally be reached on M-F 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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